Paper No. 23
CEW

TH'S DI SPCSI TION IS NOT Cl TABLE AS
PRECEDENT OF THE TTAB 9/ 2/ 97

U. S. DEPARTMENT OF COMVERCE
PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Maytag Corporation

Serial No. 74/276, 765

Jeffrey A Handel man of Brinks, Hofer, G lson & Lione,
attorney for applicant.

Steven R Fine, Trademark Exam ning Attorney, Law O fice 107
(Thomas Lanobne, Managi ng Attorney).

Before Sims, Hanak and Walters, Adm nistrative Tradenmark
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Qpinion by Walters, Adm nistrative Trademark Judge:

Mayt ag Corporation has filed a trademark application to
regi ster on the Principal Register the mark M CRO MESH f or
“filters for di shwashing machines.”?

Fol |l owi ng an anmendnent to the identification of goods,
the Exam ning Attorney refused registration under Section

2(e)(1) of the Trademark Act, 15 U.S.C. 1052(e)(1), on the

ground that applicant’s mark is nerely descriptive of the
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goods identified in the application.? Subsequently,
applicant clained that its applied-for mark has acquired

di stinctiveness under Section 2(f) of the Trademark Act, 15
U S C 1052(f). In support of its claim applicant
submtted the declaration of an officer attesting to
applicant’s substantially exclusive and continuous use of
the mark in connection with the identified goods since My,
1969.

The Exam ning Attorney then refused registration on the
ground that the mark, as used in connection with the
identified goods, is generic; or, alternatively, if
applicant’s mark is finally determ ned not to be generic,
that applicant’s mark is so highly descriptive of the
identified goods that applicant’s allegation of acquired
di stinctiveness, under Section 2(f), based solely on its
cl ai m of use since May, 1969, is insufficient evidence of
acquired distinctiveness. Subsequently, applicant requested
that its application be anmended to the Suppl enent al
Regi ster.

The Trademark Exam ning Attorney has finally refused

regi stration under Section 2(e)(1l) of the Trademark Act, 15

! Serial No. 74/276,765, in International Class 7, filed May 18, 1992,
based on use of the mark in commerce, alleging dates of first use and
first use in commerce of My, 1969

2 The Exanining Attorney al so refused registration on the ground that
the subject matter does not function as a mark as evidenced by the
speci mens of record. Applicant responded by subnmitting substitute
speci mens acconpani ed by the necessary declaration attesting to the use
thereof by applicant. As the Examining Attorney did not raise this
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US C 1052(e)(1), on the ground that M CRO MESH, when used
in connection with filters for dishwashing nachines, is
generic and, thus, incapable of functioning as a source
identifying mark

Appl i cant has appeal ed. Both applicant and the
Exam ning Attorney have filed briefs, but an oral hearing
was not requested.

Bef ore proceeding, we need to clarify several
procedural incongruities in this record to properly frame
the issues before us in this appeal. First, at the tinme
applicant submtted its claimof acquired distinctiveness,
under Section 2(f), and its subsequent request to anmend its
application to the Suppl enental Register, applicant did not
indicate that these anmendnents were offered in the
alternative. See, Section 1212.02(e), Trademark Manual of
Exam ning Procedure (TMEP). However, in its response of
February 16, 1996, applicant clarified that it stil
mai ntains that its mark is, at nost, suggestive as used in
connection with the applied-for goods; that, if its mark is
determ ned to be nerely descriptive, applicant offers,
alternatively, its claimof acquired distinctiveness, under
Section 2(f); and that, if its claimof acquired
distinctiveness is determned to be insufficient, applicant

offers, alternatively, its anmendnent of the application to

i ssue again, we assune that applicant’s subm ssion was acceptabl e and
that the refusal has been w thdrawn.
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t he Suppl enental Register. As the Exam ning Attorney does
not object, we accept applicant’s argunents in the
alternative.

Second, while the Exam ning Attorney did not so
expressly state, we assune fromthe record that the
Exam ning Attorney has refused to enter applicant’s
amendnent of its application to the Suppl emental Register
and, thus, the application cones before us in this appeal as
an application on the Principal Register. |In fact, in his
brief herein (at unnunbered p. 5), the Exam ning Attorney
reverses his earlier position regarding applicant’s
subm ssion in connection with its claimunder Section 2(f)
and states: “Wth regard to the Section 2(f) claim the
exam ning attorney agrees that, if the Board finds the
applicant’s proposed mark to be registrable, the evidence of
record is sufficient to permt registration on the Principal
Regi ster under Section 2(f).” In view of this statenent,
applicant’s alternative anendnment of its application to the
Suppl enent al Regi ster becones noot and, should we find
applicant’s mark to be nerely descriptive but not generic,
the question of the sufficiency of applicant’s subm ssion
under Section 2(f) is not before us.

Thus, the only questions before us, to which we now

turn, are whether M CRO-MESH, as used in connection with
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filters for dishwashing machines, is generic and, if not,
whether it is nmerely descriptive.

Wth respect to genericness, the Ofice has the burden
of proving genericness by “clear evidence” thereof. 1In re
Merrill, Lynch, Pierce, Fenner & Smth, Inc., 828 F.2d 1567,
4 USPd 1141, 1143 (Fed. Cr. 1987). In support of his
contention that M CRO- MESH is generic as used in connection
with the identified goods, the Exam ning Attorney has
subm tted excerpts of patents fromthe LEXI S/ LEXPAT Research
Dat abase. A nunber of the patents excerpted are for
di shwashers and include, as part of each invention,
reference to a “fine nmesh filter.” Several excerpts from
patents for inventions in a variety of different fields
foll ow

: disclose a filter conposed of a mcro nesh

screen, usually made of woven fabric, conformng

to the face of the CRT . . . (Patent No.

5,122,619; Radiation shield for display term nals)

Catal yst particles in the range of 35 to 40

m crons were collected by the use of a mcro nesh

sieve. (Patent No. 4, 826,802; Method for

preparation of antinony and telluriumcontaining

met al oxi de catal ysts)

In the screening, JIS standard sieves are used for

particle sizes of 44 mu and nore, and m cro-nesh

sieves . . . for particle sizes of |less than 44

mu. (Patent No. 4, 750,940; Novel resin-coated

metallic pignment and a process for producing the

sane)

The cal ci ned oxi des are then crushed and si eved
through a 250 mcro nesh. (Patent No. 4,694, 219)
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The | acquer fornmed on the surface of the disc is
first strained through a series of mcro-nesh
filters and then poured over the surface of the
disc while the disc is rotated at about 10 rpm
(Patent No. 3,938,810; Center hole formation in an
information storing disc)

When these devices are fabricated in accordance
with the present invention, there is obtained a
supported fine or mcro-nmesh straining medi um
which is not only free fromthe Iimtations

i nposed by organi c adhesives, . . . (Patent No.
3,747,770; filter screen)

: i nproved results may be obtained by
prOV|d|ng a mcro-nesh screen for filtering
particles or debris fromthe liquid flow ng
t hrough the bore which would be too large to pass
readily through the aperture. (Patent No.

3,739, 268; particle sensing apparatus, nethod and
flow direction collar therefor)

The wet particles are transported to a fine or

m cro nmesh screen where the water is allowed to

run off. (Patent No. 3,881,912; Welding filler

mat eri al )

: in order to be successful, the m cronesh

filter must have a non-stratified deposit of wet

cof fee grounds thereon, in order to permt the

correct rate of coffee infusion therethrough.

(Patent No. 3,695,168; Drip coffee maker)

The Exam ning Attorney also submtted excerpts of
several articles, fromthe LEXI S/ NEW5 dat abase, from vari ous
newspapers and consuner publications indicating that various
househol d appl i ances, such as di shwashers, stoves,
cof feemakers and deep fryers have filters. |In addition to
one article referring to applicant’s product herein,
follow ng are exanpl es of several excerpts:

Los Angel es Tinmes (Novenber 6, 1991): states that

a Bosch di shwasher’s filter systemincludes a
“self-cleaning mcro filter”;
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HFD - The Weekly Home Furni shi ngs Newspaper
(January 15, 1990): states that a Boneco drip
cof feemaker “features a stainless-steel mcronmesh
filter wth some two mllion perforations

Travel Wekly (Septenber 12, 1988): in discussing
the arrangenent of lighting to mnim ze
reflections and glare on video display term nals,
states “when standard lighting is too bright for
confortabl e VDT use, hoods or mcronesh filters
for the VDT screen may help.”

Additionally, we take notice of the follow ng
di ctionary definitions:?

mcro adj. 1. extrenely small 2. mnute in scope
or capability.

mcro- a conbining formwth the neanings “small”
(m crocosm mcroganete); “very small in
conparison wth others of its kind”
(mcrocassette; mcrolith); “too small to be seen
by the unai ded eye” (mcrofossil; mcro-organism
“dealing with extrenely small quantities of a
substance” (m crodissection; mcroscopic);

“one mllionth” (mcrogran.

mesh 1. any knit, woven or knotted fabric of open
texture 3. any arrangenent of interlocking netal
lines or wwres with evenly spaced, uniform smal
openi ngs between, as used in jewelry or sieves

7. Elect a set of branches that forns a cl osed
path in a network so that renoval of a branch
results in an open path.

The critical issue in genericness cases i s whether
menbers of the relevant public primarily use or understand
the termsought to be registered to refer to the genus

(category or class) of goods in question. In re Wnen's

® The Random House Dictionary of the English Language, 2nd ed., 1987.
W& note that the Examining Attorney submitted dictionary excerpts
pertaining to these sane terns; however, the subm ssion did not indicate



Serial No. 74/276, 765

Publ i shing Co. Inc., 23 USPQ2d 1876, 1877 (TTAB 1992). CQur
primary review ng court has set forth a two-step inquiry to
determ ne whether a mark is generic: First, what is the
genus (category or class) of goods at issue? Second, is the
term sought to be regi stered understood by the rel evant
public primarily to refer to that genus (category or class)
of goods? H. Marvin G nn Corporation v. Internationa
Associ ation of Fire Chiefs, Inc., 782 F.2d 987, 228 USPQ
528, 530 (Fed. G r. 1986).

The Exam ning Attorney’ s evidence establishes that
filters are an inportant conponent of di shwashi ng machi nes
and that such filters nust be conposed of a “fine nmesh” to
remove tiny food particles fromthe wash liquid to prevent
the particles fromre-adhering to dishes. The Exam ni ng
Attorney readily admts that he has no evidence of any use
of the term M CRO MESH, whet her hyphenated or not, for use
in connection with filters for di shwashi ng machi nes.
However, he argues that the evidence of use of this termin
connection with filters in other contexts is extensive and
covers a broad range of goods. The Exam ning Attorney
argues that, as fine nesh filters are referred to as M CRO
MESH filters and are used in many contexts, we shoul d
consider all filters, rather than only di shwashi ng machi ne

filters, to be the genus of goods herein. The Exam ni ng

the edition nunber or publication date of the dictionary and, further,
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Attorney al so concludes, w thout further explanation, that
the rel evant public would understand M CRO- MESH to refer
primarily to that genus of goods.

On the other hand, but also w thout explanation,
applicant maintains that the genus of goods in question is
di shwashing filters; and that, “while sone nenbers of the
consum ng public may use the mark M CRO MESH in a
descriptive manner, there is no evidence that they use or
understand the termto refer to the genus of goods in
question, nanely, filters for dish washing nmachines.”
(Applicant’s brief, p. 10.)

The evidence establishes that filters are used in a
many different contexts - so different, in fact, that to
consider all filters to be the genus of goods for our
consideration herein would be to establish an
i nappropriately broad category. W conclude fromthe record
that the appropriate genus of goods at issue is filters for
di shwashi ng machi nes. Thus, we turn to consider the
rel evant public’s understanding of the term M CRO MESH i n
connection wth di shwashing machines. |In this regard, we
find the record al nost conpletely devoid of evidence.* W
find the dictionary definitions of MCRO and MESH and t he

single reference to a “mcro filter” in the Los Angel es

t he phot ocopy of the definition of MESH was unreadabl e.

* Regardl ess of the genus of goods, the use of M CRO MESH in the
techni cal description of the invention in a patent is not persuasive
evi dence of how the rel evant public would understand the term
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Tinmes article quoted herein to be insufficient evidence in
this regard. Thus, based on the record before us, we
conclude that M CRO MESH i s not generic in connection with
di shwashi ng machine filters.

Thus, we turn to the only other question before us,
whet her M CRO-MESH is nerely descriptive as used in
connection with filters for dishwashing nachines. The test
for determning whether a mark is nerely descriptive is
whet her the involved termimedi ately conveys information
concerning a quality, characteristic, function, ingredient,
attribute or feature of a product or service. 1In re Bright-
Crest, Ltd., 204 USPQ 591 (TTAB 1979); In re Engi neering
Systens Corp., 2 USPQ2d 1075 (TTAB 1986). It is not
necessary, in order to find a mark nerely descriptive, that
the mark describe each feature of the goods, only that it
describe a single, significant quality, feature, etc. In re
Venture Lendi ng Associ ates, 226 USPQ 285 (TTAB 1985).
Further, it is well-established that the determ nation of
mere descriptiveness nmust be made not in the abstract or on
the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the mark is used, and the inpact that it is likely to
make on the average purchaser of such goods or services. In

re Recovery, 196 USPQ 830 (TTAB 1977).

10
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There is anple evidence in the record that di shwashing
machine filters are nade of a “fine nesh” and, further, that
M CRO neans “extrenely small.” W find that, when applied
to applicant’s goods, the term MCRO-MESH is nerely
descriptive. It imediately describes, w thout conjecture
or speculation, a significant feature or function of
applicant’s goods, nanely that the filter consists of a
fine, i.e., extrenely snmall, nesh. Nothing requires the
exerci se of imagination, cogitation, nental processing or
gathering of further information in order for purchasers of
and prospective custoners for applicant’s goods to readily
perceive the nerely descriptive significance of the term
MCRO MESH as it pertains to filters for di shwashing
machi nes.

Decision: The refusal to register on the ground that
the mark herein is generic of the identified goods is
reversed. The refusal to register, under Section 2(e)(1l) of
the Act, on the ground that the mark herein is nerely
descriptive in connection with the identified goods is
affirnmed.®> In view of the Examining Attorney’s acceptance

of applicant’s claimof acquired distinctiveness herein

> Odinarily, after finding that M CRO MESH i s not generic in connection
with the identified goods, applicant’s claimof acquired distinctiveness
under Section 2(f) would avoid the refusal to register on the ground
that the mark is merely descriptive in connection with the identified
goods under Section 2(e)(1). However, as applicant has submtted its
Section 2(f) claimin the alternative, we nust determ ne whether the
mark is merely descriptive, which we have done. Thus, we affirmthe
refusal under Section 2(e)(1).

11
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under Section 2(f) of the Act this application will be

forwarded for publication in due course.

R L. Sinmms

E. W Hanak

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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